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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication, 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 

Status 

1 )E3 Responsive to communication(s) filed on 29 December 2000 . 
2a)D This action is FINAL. 2b)E] This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 
Disposition of Claims 

4) E3 Claim(s) 1-28 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1^28 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)E3 The drawing(s) filed on 29 December 2000 is/are: a)S accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 1 1 9 and 1 20 

1 3) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)D All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 



1) Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 



4) O Interview Summary (PTCM13) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) D Other: 
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DETAILED ACTION 



Double Patenting 



1. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 [Fed. 
Cir. 1993]; In reLongi, 759 F.2d 887, 225 USPQ 645 [Fed. Cir. 1985]; In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982]; In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970];and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

2. Claims 1-28 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-28 of copending 
Application No. 09753326. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the copending Application's claims do not provide 
any processing means with a speech recognition unit in the claimed low-power subsystem. Ergo, 
the neglect of this processing-means difference renders the copending Application's claims to be 
broader than the present claims, and would necessarily conflict with the present claims. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 



3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 



Claim Rejections - 35 USC § 103 
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such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1-3, 7, 9, and 10-12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Barber et. al., U.S. Patent 6240521, hereinafter referred to as Barber, in view of Miyazawa 
et. al., U.S. Patent 5983186, hereinafter referred to as Miyazawa. 

5. As per claims 1 and 2 Barber taught the invention comprising: 

• a central processing unit [FIG. 1, item 12]; 

• a memory device coupled to the central processing unit [FIG. 1, item 20]; and 

• a low-power subsystem [FIG. 1 , item 14] having a database accessible by a processor and 
synchronized with the memory device [column 3, line 4; column 3, lines 43-45], the low- 
power subsystem in operation when the central processing unit enters a low power mode 
[FIG. 4; column 4, lines 14-18]. 

6. However, Barber did not expressly disclose a speech recognition unit for the low-power 
subsystem. 

7. Miyazawa disclosed a speech recognition system [FIG. 1] intended to minimize power 
consumption by remaining in a sleep mode and performing recognition operations only when a 
recognizable speech input is detected [column 2, lines 45-50]. 

8. An ordinary artisan in the art at the same time the invention was made would have been 
motivated to look for a way to add speech recognition unit to a low-power computer system as 
disclosed by Barber to further extend the system's capabilities, particularly for those who find 
the keyboard on a laptop to be cumbersome in certain situations. 

9. Accordingly, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have incorporated Barber's teachings with the teachings of Miyazawa to 
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provide a speech controlled computer system that can replace the keyboard input in certain 
circumstances while conserving power. 

10. As per claim 3, Barber taught the data contained within the database includes multimedia 
data [column 1, line 65 to column 2, line 1], Barber's proposal of using the high-speed processor 
for multimedia presentations implicitly means that multimedia data can exist in the memory 
space shared by both systems. 

11. As per claims 7 and 9, Barber taught the displaying of the data accessed by suggesting 
the use of the low-power processor for word-processing purpose [column 2, lines 13-14]. 

12. As per claims 10 and 12, Barber taught the claimed method. Therefore, Barber taught the 
system through which the method is implemented. 

13. As per claim 11, Barber taught a housing unit containing the central processing unit and 
the low-power subsystem by advocating the advantage of having two different processors within 
a single notebook computer [column 2, lines 20-26]. 

14. Claims 4-5, 8, 13-15, and 17-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Barber and Miyazawa, as applied to claims 1-3,7, 9, and 10-12 above, and 
further in view of Ditzik, U.S. Patent 5983073. 

15. Barber and Miyazawa disclosed a system with low-power mode and speech recognition 
capability. However, Barber and Miyazawa did not expressly disclose any particular interface or 
method for communication or data access. 
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16. Ditzik disclosed a computer system, and thus the method of operating said system, with 
an advocated advantage of being operational in a closed configuration [column 9, lines 55-59] 
wherein the following attributes are expressed. 

17. As per claim 4, Ditzik taught the data can be accessed from a network [FIG. 7, item 33; 
column 6, lines 22-27]. 

18. As per claims 5 and 13, Ditzik taught the network can be accessed using a wireless 
interface [FIG. 7, item 32; column 4, lines 53-57]. 

19. As per claim 8, Ditzik taught the data can be presented via an audio medium [FIG. 7, 
items 10A-B; column 12, lines 43-44; FIG. 2, item 30; column 6, lines 49-51]. 

20. As per claims 14 and 15, Ditzik taught the wireless network interface can be connected 
with a local area network or a wide area network [column 12, lines 58-64]. 

21. As per claim 17, Ditzik taught the user interface can be wireless [FIG. 7, items 51, 14, 
and 34]. 

22. As per claim 18, Ditzik taught an audio headset can be used to receive audio data 
transmitted from the wireless user interface [FIG. 7, item 34; column 8, lines 35-42]. 

23. As per claim 19, Ditzik taught a cellular phone can be used to receive data transmitted 
from the wireless user interface [FIG. 7, item 14; column 5, lines 52-59]. 

24. An ordinary artisan in the art at the same time the invention was made would have been 
motivated to look for a way to add communication and networking functions as taught by Ditzik 
to a low-power computer system as disclosed by Barber and Miyazawa to further extend the 
system's capabilities. 
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25. Accordingly, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have incorporated the teachings of Barber, Miyazawa, and Ditzik to 
provide a wireless networked/interfaced computer system that can conserve power by operating 
in a low-power mode. 

26. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Barber, Miyazawa, 
and Ditzik as applied to claims 4-5, 8, 13-15, and 17-19 above, and further in view of Chen et. 
al, U.S. Patent 5590197, hereinafter referred to as Chen. 

27. Barber, Miyazawa, and Ditzik combined disclosed a method of providing wireless 
network/communication to the user of a computer system in low-power mode with speech 
recognition capability. However, none of them expressly disclosed the network as an electronic 
store allowing electronic purchase. 

28. Chen disclosed a network with multitudes of electronic store merchants setup for secured 
electronic commerce [FIG. 1; column 4, lines 46-50]. 

29. An ordinary artisan in the art at the same time the invention was made would have been 
motivated to look for a way to access the growing number of electronic stores via the network 
enabled computer system as disclosed by Barber, Miyazawa and Ditzik to take advantage of the 
product variety and convenience of shopping. 

30. Accordingly, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have incorporated the teachings of Barber, Miyazawa, Ditzik and Chen to 
take advantage of the burgeoning electronic commerce via an energy-conserving computer 
system. 
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31. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Barber and 
Miyazawa, as applied to claims 1-3, 7, 9, 10-12 above, and further in view of Hollon, U.S. Patent 
5768164. 

32. Barber and Miyazawa disclosed a system with low-power mode and speech recognition 
capability. However, Barber and Miyazawa did not expressly disclose an additional display. 

33. Hollon disclosed a computer system with an additional display that can still display data 
even with the computer closed [column 3, lines 2-5]. The display can be an LCD [column 2, 
lines 54-55], which can be configured to output video by one skilled in the art. 

34. An ordinary artisan in the art at the same time the invention was made would have been 
motivated to look for a way to add an additional display to quickly and expeditiously output 
stored data with the computer system as disclosed by Barber and Miyazawa when the cover is 
closed during transport. 

35. Accordingly, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have incorporated the teachings of Barber, Miyazawa, and Hollon to 
provide an additional display that can still output data when the cover is closed and the system is 
in low-power mode. 

36. Claims 20-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over Barber, 
Miyazawa, Chen and Ditzik as applied to claims 1-9 above, and further in view of Fukuda et. al., 
U.S. Patent 4497021, hereinafter referred to as Fukuda. 
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37. Barber, Miyazawa, Chen and Ditzik combined disclosed a system and method 
comprising of aforementioned aspects related to claimed invention as listed above with the 
transition to power mode determinable by software [see Barber column 2, lines 8-11]. However, 
none of them expressly disclose the origin of the software instructions, which may or may not be 
from a machine-readable storage medium such as a magnetic disk. 

38. Fukuda disclosed a computer system that can select the operating mode from a sequence 
of instructions stored on a machine-readable storage medium [column 1, lines 41-45; column 3, 
lines 12-17]. 

39. An ordinary artisan in the art at the same time the invention was made would have been 
motivated to look for a way to transition to a low-power mode via an external machine-readable 
storage medium with the computer system as disclosed by Barber, Miyazawa, Chen and Ditzik 
combined in order to convenient the user by making the instruction sequence transferable from 
remote sites. 

40. Accordingly, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have incorporated the teachings of Barber, Miyazawa, Chen, Ditzik and 
Fukuda to provide the capability to transition to a different power mode via a machine-readable 
storage medium so the user can have more control and also the option of doing a transition 
remotely. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tse Chen whose telephone number is (703) 305-8580. The 
examiner can normally be reached on Monday - Friday 9AM - 5PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Lee can be reached on (703) 305-9717. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 305-3900. 




Tse Chen 
November 3, 2003 




THOMAS LEE 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2100 



